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IP GATEWAY PATENT  
AND TRADE MARK ATTORNEYS

Founded in 2006, IP Gateway provides timely intellectual property solutions for local clients 
in Australia; and effective representation for international clients seeking to protect their 
intellectual property in Australia and New Zealand.

Our areas of expertise include patents, trade marks, registered designs and copyright. We practice 
directly in Australia and New Zealand and through agents in foreign countries.

By partnering with IP Gateway, you will receive expert advice and be confident in knowing you have 
experts protecting your intellectual property. IP Gateway will secure, manage, defend and exploit 
your intellectual property utilising the professional guidance, strategic direction and knowledge 
of our renowned IP experts. Our experts understand the nuances of existing Australian law and 
remain abreast of changing legislation to ensure your intellectual property is in safe hands.

PATENT ATTORNEYS

Under the Australian Patents Act, only registered Patent Attorneys are permitted to prepare and 
amend patent applications on behalf of clients. For a particular invention, it is desirable to choose 
a patent attorney who is familiar with the technology involved.

All professional work at IP Gateway is performed by or under the supervision of registered 
attorneys who have the appropriate knowledge, skill and qualifications for that work.

We, as registered Patent Attorneys, are bound by the Code of Conduct for Patent and Trade Mark 
Attorneys, a copy of which is available from the Trans-Tasman IP Attorneys Board.

DISCLAIMER

This brochure is provided for general information purposes only. It is not a substitute for legal 
advice. Please contact us for specific advice on all matters.

IP Gateway Patent and Trade Mark Attorneys ©2018
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AUSTRALIA: THE PATENT PROCESS

PATENTS

A patent is a monopoly that is granted to a person who makes a new invention in the useful arts. 
A patent gives a patent owner a statutory right to the exclusive use of the invention thereby 
allowing the patent owner to exclude other persons from exploiting the invention in the country 
in  which the patent is registered for the term of the patent.

Generally speaking, in order for an invention to be patentable, the invention should be of the 
useful arts and have an industrial, commercial or trading character, as opposed to being purely artistic 
or an intellectual exercise. The invention must also be new and involve some ingenuity or exercise 
of inventive skill. It is not necessary that the invention be complex or a major breakthrough. For 
example, even simple or small improvements can be patented, provided that such improvements 
result in significant advantages.

Although it is necessary for an invention to be new at the time of first filing, Australia does provides 
a grace period of twelve months within which an applicant may file a complete patent application. 
However, it should be noted that reliance on the grace period may limit the rights granted upon 
issuance of a patent on the application. Indeed, a disclosure during the grace period, before the 
filing of a first complete patent application, may invalidate overseas applications in a majority of 
countries, which do not have an equivalent grace period.

FILING OF A PATENT APPLICATION IN AUSTRALIA

The patent application process in Australia involves submitting a description of the invention (also 
known as a “patent specification”) with the Patent Office to obtain a priority date. Generally, the 
invention must described in sufficient detail in the specification to enable “a person skilled in the 
art” to put the invention into effect without the need to exercise further inventive skill or ingenuity.

Any public disclosure or commercial use of a patented invention after the priority date will not 
prejudice the validity of a patent ultimately granted on a patent application. Therefore, once a 
patent application has been filed, the invention as described in the specification (filed with the 
application) may be freely advertised, sold or otherwise disclosed to the public.

A patent application may be either a “provisional” application or a “complete” application.
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PROVISIONAL PATENT APPLICATIONS

The patent process is usually started by filing a provisional patent application. A provisional patent 
application vests an applicant’s right to obtain a patent but does not confer an enforceable patent 
right. An enforceable patent right only comes into existence when a complete patent application 
issues as a patent.

A provisional patent application is useful if the invention is in its infancy and changes and 
modifications are envisaged in the 12 month period following the filing of the provisional application. 

Filing a provisional application with the Australian Patent Office establishes a “priority date” for 
the invention as described in the provisional patent specification. 

Importantly, if the applicant wishes to obtain a patent, the applicant must file a complete 
application within 12 months of filing the provisional application. Filing the provisional patent 
application effectively gives the applicant a 12-month window in which the applicant is able to 
disclose their invention to third parties to demonstrate and test the invention in public and also to 
assess the commercial potential of an invention. An applicant can also make and sell their product 
after a provisional patent application has been filed.

If no further development of the invention is envisaged, or if the applicant wishes to obtain a patent 
as soon as possible, it may be more appropriate to file a complete application in the first instance.

USUAL PATENT PROCESS

Meet with Patent 
Attorney

Undertake Search

File Provisional 
Patent Application

File Innovation 
Patent Application

File Standard 
Patent Application

File International (PCT) 
Patent Application
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COMPLETE PATENT APPLICATIONS

The complete patent application may be for a standard patent or an innovation patent. Brief 
comments on each follow.

Standard patent applications
The term of a standard patent is 
20 years, commencing on the date 
of filing of the complete application.

After the application is filed, it 
must be examined by a patent 
examiner before it can be accepted 
for grant of a patent. Examination 
must be requested (i.e., it does 
not occur automatically) and an 
examination fee must be paid (it 
may also be necessary to pay an 
additional search fee if no earlier 
reliable search report for the same 
invention is available). Usually, a 
“reliable” search report will be a 
report issued by any one of a list 
of recognised Patent Offices from 
around the world.

Examination must be requested within 
five years of the filing of the complete 
application, or within two months of a 
direction from the Patent Office to do 
so, whichever is the earlier, otherwise 
the application will lapse.

During examination, the patent 
examiner will examine the 
application for compliance with 
the Patents Act and Regulations 
(including conducting novelty 
searches (at additional cost) if no 
earlier search report is available). 
If objections are raised by the 
examiner, the applicant is allowed 
a period of 12 months to overcome 
all objections raised and place 
the application in a condition for 
acceptance. If and when the application is accepted by the Patent Office, acceptance is advertised 
in the Official Journal of Patents.

Any person may oppose the grant of a patent on an application by filing a Notice of Opposition within 
three months of the advertisement of acceptance. If an opposition is filed, both the applicant and 

Australian Standard Patent Application

File Standard Patent 
Application

Publication of 
Application

Direction to Request 
Examination Appeal to Court

Request Examination Application Rejected

Examination

Annual Renewal

Report Issues

Application Accepted

Expiry

Grant

Response Filed

Preliminary Search 
and Opinion (optional)

Opposition by 
Third Party
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the opponent are given an opportunity to lodge evidence, and the matter is then heard by a Delegate of 
the Commissioner of Patents. Generally speaking, the majority of patent applications proceed to 
grant unopposed. 

If there is no opposition, or if the opposition is unsuccessful, a patent will be granted on the 
application upon payment of an acceptance fee.

To maintain the patent or patent application in force, it is necessary to pay annual fees. These fees are 
called “continuation fees” during the application phase, and “renewal fees” after the patent has been 
granted and are payable from the fourth anniversary of the filing of the complete application onwards.

Importantly, it is an offence to prematurely represent that an invention is patented until a patent 
has actually been granted on a patent application. Once the patent has been granted, you are entitled 
to mark the product with the word “patented”. However, while the patent application is pending, you 
may use a notation such as “patent pending”, “patent applied for” or “patent application  no. ...”.

Innovation patent applications
The term of an innovation patent is 
eight years, commencing on the date 
of filing of the complete application.

Unlike a standard patent, an 
innovation patent is a second tier 
patent intended to cover lower 
level inventions. Hence, the eight 
year term.

Once filed, a complete application 
for an innovation patent will 
immediately undergo a formalities 
check and a patent will be granted 
provided all formal matters are in 
order. No substantive examination 
of the subject matter, other than to 
ensure that it is not excluded subject 
matter, is made. Accordingly, an 
innovation patent is therefore one 
of the fastest means by which an 
applicant can validly claim that their 
invention is patented.

Importantly, an innovation patent, 
when granted, is not enforceable 
until the patent is examined and 
certified by the Patent Office. 
Examination may be requested by 
the patentee, by a third-party or upon a direction of the Commissioner. Examination is optional and 
is typically only requested when pursuing an infringer. A third-party can oppose the certification 
after grant by the Patent Office.

To maintain the patent in force, it is necessary to pay annual renewal fees from the second 
anniversary of the filing of the complete (innovation) application onwards.

Expiry

Grant

Request Examination

Examination

Annual Renewals

Certification

Appeal to Court

Patent Revoked

Report Issues

Response filed

File Innovation 
Patent Application

Opposition by 
Third Party 

Innovation Patent Application Process
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SEARCHES

Patentability searches of worldwide (patent) literature should be carried out prior to taking 
steps to patent an invention. Also, freedom to operate searches should be carried out prior to 
commercially using an invention as it is possible that use of the invention may infringe earlier 
intellectual property rights granted to a third party. In this way it will be possible to identify any 
potential obstacle to use and patenting of the invention.

Searching is a specialist task and it is recommended that searches be carried out by a Patent  Attorney.

RESOURCES FOR CONDUCTING PATENT SEARCHES

Australia: http://www.ipaustralia.gov.au 

USA: http://patft.uspto.gov

“Worldwide” (including WIPO, USA, Japan, Europe & others): 

http://worldwide.espacenet.com  
or 
http://www.google.com/patents
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OVERSEAS PATENT APPLICATIONS

Patents are generally granted 
on a national or regional basis. 
Accordingly, in order to obtain 
patent protection in overseas 
countries, it is necessary to obtain 
a patent in each country in which 
patent protection is required. 
The Patent Office is normally an 
authority of the government of a 
country and since there is no world 
government, it follows that there is 
no “world patent”.

The cost of filing overseas patent 
applications varies from country to 
country, and costs in non-English 
speaking countries are usually 
greater due to the need to translate 
the patent specification and 
associated correspondence. Note 
that costs will also be incurred after 
filing an application due to the need 
to process the application through 
to the grant of a patent.

PATENT APPLICATIONS 
UNDER THE PARIS 
CONVENTION

The usual method of obtaining 
patents in overseas countries 
is to lodge an individual patent 
application in each country of 
interest. However, once the first 
patent application has been filed in 
a country which is a member of the 
Paris Convention (e.g., Australia), 
the filing of corresponding 
applications in other Convention 
countries can be deferred for up to twelve months from the first filing without a loss of priority. 
Most countries are party to the Paris Convention.

International Patent Application 

File International Patent 
Application

International Search 
Report and Written 

Opinion Issues

Publication of 
Application

Preliminary 
Examination

Preliminary Report 
on Patentability 

Established

Commence National 
Phase in Designated 

Countries

Request International 
Preliminary Examination 

(optional)

Response filed
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PATENT CO-OPERATION TREATY (“PCT”) APPLICATIONS

Many countries of the world are also party to the Patent Co-operation Treaty (“PCT”). Under the 
provisions of the PCT, a single PCT patent application can be filed with the International Bureau. 

After filing a PCT application, the deadline for filing individual applications in those countries that 
are party to the PCT can be deferred for up to 30 or 31 months (depending on the country) from the 
priority date of the application.

During the PCT phase, an international novelty search is conducted and the applicant is provided 
with the results of that search. The applicant will therefore have the benefit of the search 
results before having to decide whether or not to proceed in any of the countries covered by the 
PCT application.

It should be noted that a PCT application does not take the place of individual “national” applications 
in each country, but rather defers the national processing of those individual patent applications. 
The costs for a PCT application are additional to the costs of the national processing of the patent 
application in each selected country.

The PCT application allows a patent application to be filed initially in one language (no need for 
overseas translations) at one Patent Office (no need to file at several overseas countries) and with 
one set of fees. The international patent search provides an indication of the novelty or otherwise 
of the invention, and therefore the possibility of obtaining strong patents. Furthermore, the PCT 
application can be amended, if required, to distinguish the invention from any document located in 
the international search, which can minimise future processing costs.

EUROPEAN PATENT APPLICATIONS

Most European countries are party to the European Patent Convention (“EPC”), which allows a 
single “European” patent application to be filed with the European Patent Office. 

The European patent application will be examined by the European Patent Office and if the 
application is in a condition for acceptance, a European patent will be granted. 

In order to obtain patent protection in any of the countries designated in the European patent 
application, the European patent must then be validated in selected countries, and a translation of 
the European patent specification into the national language of each selected individual country 
may be required. 

Renewal fees are likely to be payable in those countries in which the patent is validated. If patent 
protection is required in more than three European countries, it is usually cost effective to file a 
European patent application.
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TYPICAL PATENT COSTS

Costs are incurred at various stages in the patent process and can be classified generally into the 
following main categories:

• searching [optional but recommended];

• applying for patent, including preparation of specification;

• examination of application, including amendments and responses to objections if required;

• grant of patent; and

• renewals (or maintenance).

The total cost of patenting is dependent on many variables. In most cases, fixed quotes cannot be 
provided beforehand, particularly as final costs are often dependent on factors that are beyond 
the control of both the applicant and the Patent Attorney (e.g. official fee increases, fluctuations 
in exchange rates, oppositions by third parties, etc.).

However, in the flow chart shown on page 11, we have endeavoured to provide an indication of 
typical costs likely to be incurred during the patenting procedure. More accurate cost estimates 
can be provided for any specific task, if required.

Notes on flow chart
1.  Estimated costs include official fees, Patent Attorney charges and GST.

2.  Costs shown in boxes of broken outline may not necessarily be incurred. 

3.  Costs are based on the following assumptions:

•  the patent application covers a single invention which is not unduly complex or of a highly 
specialised nature;

•  the specification is of average length (less than 20 pages);

•   timely instructions are provided, and no late filing of documents is required;

•   there is no opposition to the patent application(s) by other persons; and

•   the applicant is entitled to “small entity” status in the United States.

4.  Estimates are subject to increases in official fees and Attorney charges. Foreign cost estimates are also 
subject to fluctuations in exchange rates. 

5.  The estimated costs cover the obtaining and maintaining of the patent(s), but do not include litigation costs 
in the event of infringement or revocation proceedings. 
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Innovation Patent 
Application 

$2,083–$2,583 
[ $5,360–$7,600]

Standard Patent 
Application 

$2,273–$3,373 
[ $5,700–$8,000]

International (PCT) 
Application 

$10,000–$12,500 
[ $12,000–$16,000]

Individual National 
Patent Applications

•  Australia – $2,273
•  New Zealand – $1,735
•  USA – $6,500–$8,000
•  Japan – $7,500–$9,000
•  Europe – $12,000–

$14,500

Other English language 
countries:
•  $4,000–$6,000 each

Other non-English 
language countries:
•  $5,000–$10,000 each

Examinations and 
Amendments

Costs vary from 
country to country.

Suggested budget of 
$2,500–$8,000 per 

country (average)

Grant of patents
Variable costs 

– $600–$5,000 
per country

European validations 
(after grant) – 

$1,200–$7,000 per 
country

Renewal
Variable costs and 
variable periods.

Budget $700–$2,000 
per country per year 

initially

Grant 
$305

Annual Renewals 
$495–2nd year to 

$605–7th year

Annual Renewals 
$685–4th year to 
$605–19th year

Granting of Patent
$927+

Preliminary 
Examination 

$1,615

Innovation Patent 
8 year term

Standard Patent 
20 year term

Foreign Patent 20 year term (usually)

Examination 
$1,105

Examination Request 
$1,271

International Search 
Report 

$440–$990

Amendments 
(if necessary) 
$660–$2,500Amendments 

(if necessary) 
$660–$2,500

Amendments 
(if necessary) 
$500–$1,600

Pre-filing Search 
$3,000–$10,000

Provisional Patent 
Application 

$5,000–$8,000

Foreign Filings  
Budget $500–$3,500 per 

jurisdiction per year.

Receiving and 
Responding to 
Written Option 
(if necessary) 
$350–$2,500

The patenting procedure may be commenced at any of the points marked ‘ ’

INTERNATIONAL AUSTRALIA

*All costs are approximate

Voluntary 
Preliminary Search 

and Opinion
$3,500
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PATENT QUESTIONNAIRE

A patent specification is a description of the invention. The specification must describe the 
invention in sufficient detail to enable a person of ordinary skill to put it into effect. It should also 
identify the novel feature(s) of the invention, and the advantages of that or those feature(s).

Although you may be familiar with the technology of the invention, please bear in mind that 
future readers of the specification, such as patent examiners, may not have the benefit of your 
background knowledge and expertise.

This questionnaire is intended to elicit sufficient information to enable us to prepare a patent 
specification for the invention and/or to assess the patentability of the invention. Please answer any 
applicable questions as fully as possible.

The Invention
1. What is the general field of the invention?

2. What is the intended function, purpose or aim of the invention?

3.  What is the problem that the invention is intended to overcome, and/or what are the advantages 
of your invention?

4.  Is there any particular aspect of, or step, in your invention which overcomes the problem or 
results in those advantages?

5.  Please provide a detailed written description of how your invention is constructed or 
implemented, including drawings or sketches (if applicable).

[This description should be sufficient for a person of ordinary skill in the relevant field to put the invention into 

effect. Drawings should be included where applicable, but detailed engineering drawings are not required. 

If the invention is an apparatus, describe its construction and operation. If the invention is a composition, 

describe both its components and uses. If the invention is a method, describe the steps in the method. Actual 

examples or trials of the method should also be described, if available. Features which are already known 

need not be described in detail. However, you should clearly describe the features of your invention which 

you consider to be novel].

6.  Are there any possible variations or modifications of the invention, or additions thereto, which 
you would also like protected?

7.  Are there any other uses of your invention which you wish to cover?

8.  List in order of importance, the features or steps of your invention which you would like to 
prevent others from using, selling or manufacturing.

Prior Art
9.  Have you searched for similar apparatus or methods (“prior art”)?  

[If not, do you wish us to conduct a search?]
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10.  What relevant prior art are you aware of? [If none, go to question 13]

11. Please describe any disadvantages or problems associated with the prior art.

12.  What are the features of your invention which you believe to be novel over the prior art?

Other Information
13.  List the countries in which you may require patent protection.

14.  Has the invention been disclosed publicly, e.g. by public display, sale, advertising, description 
in published document, etc.? [If yes, please provide details]

15.  Has the invention been sold, licensed or used commercially? [If yes, please provide details]

Client Details
16.  Please provide full contact details of the person/company to whom correspondence and 

invoices are to be sent, and from whom we are to seek instructions in this matter. [Include 
full name, street and mailing addresses, telephone and fax numbers, and email address, ABN or ACN 

(where applicable)]

Patent Applicant Details
17.  In whose name(s) will the patent application be filed? In other words, who owns the rights to 

the invention? [Please provide full name, street address, nationality and ACN if applicable]

Inventor Details
18.  Please provide the full name, residential address, nationality and country of residence of 

each inventor. 

19.  If there are two or more co-inventors, please identify the respective contribution of each 
inventor [if possible]

20.  In which country was the invention made?

21.  Did any inventor make the invention in the course of employment duties or pursuant to a contractual 
obligation, or is any inventor under an obligation to assign or licence rights in the invention to 
another party? [If so, please provide details]

22.  If the patent applicant of question 17 is different from the inventor(s) of question 18, how did the 
applicant derive the rights to the invention from the inventor(s)? [For example, was the invention made 
for the applicant by the inventor(s) in the course of his/her/their employment duties to the applicant, or 

was the invention otherwise assigned from the inventor(s) to the applicant?]

23.  If the applicant is different from the inventor(s), we recommend that there be a written assignment 
from the inventor(s) to the applicant (even if the invention was made in the course of employment 
duties). [Do you wish us to prepare an assignment document?] 
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CLIENT RETAINER AGREEMENT

This client retainer agreement is entered into with IP Gateway Patent & Trade Mark Attorneys Pty Ltd, ABN 
38 163 353 446, having its principal place of business at Suite 9a, Springwood Chambers, 3360 Pacific 
Highway, Springwood, Queensland, 4127, Australia (IP Gateway).

We take this opportunity to thank you for your recent instructions to IP Gateway to represent you in this 
matter. We confirm the terms on which we are engaged by you in the paragraphs below.

In representing you we will take reasonable steps to act promptly on your instructions and to meet agreed 
deadlines for the provision of our services. We will report promptly to you any matters relating to our 
representation, such as official reports issued in respect of patent, trade mark or design applications. 

During the course of our representation we will issue invoices for services performed. In some cases, and 
whenever significant disbursements are involved, these invoices will be raised against security deposits 
received from you prior to the service being performed. We will advise you in a timely manner when a security 
deposit is required. The balance of our invoices are payable on receipt. 

We will also issue monthly statements with the expectation that all invoices listed on the statement that are 
outstanding will be paid forthwith. We strongly encourage you to review each statement and to raise promptly 
with us any questions or comments regarding our charges.

Our representation is such that we are obliged to accept service of documents on your behalf. This ongoing 
obligation is accompanied by a corresponding obligation on your part to make good our reasonable charges in 
respect of this representation.

We will withdraw from representation if requested to do so in writing. We may also withdraw from 
representation if your account is not timely paid or for reasons required or permitted by professional rules. If 
we have engaged overseas associates to perform work on your behalf and your account is not timely paid, we 
retain the right to instruct our associates to cease work immediately until your account is brought up to date.

At the conclusion of our representation, and upon settlement of any outstanding invoices, you may have, upon 
request, a copy of any client files or papers, for which we would charge a reasonable copying cost. In addition, 
any security deposits received from you that remain in our possession will be refunded to you.

If you have any questions about our services, or terms of engagement, please do not hesitate to contact us. 
We would also appreciate your confirmation of our credit policy and our understanding of your particulars by 
signing the attached sheet.

Wayne A Slater  
IP Gateway Patent & Trade Mark Attorneys Pty Ltd 
Director 
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CLIENT PARTICULARS

I confirm that the above particulars are correct and agree to abide by the credit policy outlined in the Client Retainer Agreement.

CLIENT

Name:
A.C.N.:
A.B.N.:
GST Registered: Yes / No
Postal Address:
Telephone: Home: 

Business: 
Mobile: 

Facsimile:
Email Address:

APPLICANT

Name:
A.C.N.:
A.B.N.:
GST Registered: Yes / No
Registered Address:
Telephone: Home: 

Business: 
Mobile:  

Facsimile:
Email Address:

BILLING ENTITY

Name:
A.C.N.:
A.B.N.:
GST Registered: Yes / No
Postal Address:
Telephone: Home: 

Business: 
Mobile: 

Facsimile:
Email Address:

Signed: Date:                      /                     / 

Name:

Company:
(if applicable)

Position:
(if applicable)
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